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DETAILED ACTION 

Status of Claims 
Claims 1-1 1 are present for examination. 

Claim Rejections - 35 USC § 102 
The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(e) the invention was described'in (1) an application for patent, published under section 122(b), by another filed 
in the United States before the invention by the applicant for patent or (2) a patent granted on an application for 
patent by another filed in the United States before the invention by the applicant for patent, except that an 
international application filed under the treaty defined in section 351(a) shall have the effects for purposes of this 
subsection of an application filed in the United States only if the international application designated the United 
States and was published under Article 21(2) of such treaty in the English language. 

Claims 1-3, 5, 10, and 1 1 are provisionally rejected under 35 U.S.C. 102(e) as being 
anticipated by copending Application No. 10/513,164 which has a common inventor with the 
instant application. Based upon the earlier effective U.S. filing date of the copending 
application, it would constitute prior art under 35 U.S.C. 102(e), if published under 35 U.S.C. 
122(b) or patented. This provisional rejection under 35 U.S.C. 102(e) is based upon a 
presumption of future publication or patenting of the copending application. 

This provisional rejection under 35 U.S.C. 102(e) might be overcome either by a showing 
under 37 CFR 1 .132 that any invention disclosed but not claimed in the copending application 
was derived from the inventor of this application and is thus not the invention "by another," or 
by an appropriate showing under 37 CFR 1.131. This rejection may not be overcome by the 
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filing of a terminal disclaimer. See In re Bartfeld, 925 F.2d 1450, 17 USPQ2d 1885 (Fed. Cir. 
1991). 



Claim Rejections - 35 USC § 103 
The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 

obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

The factual inquiries set forth in Graham v. John Deere Co,, 383 U.S. 1, 148 USPQ 459 
(1966), that are applied for establishing a background for determining obviousness under 35 
U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating obviousness 
or nonobviousness. 

This application currently names joint inventors. In considering patentability of the 
claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of the various 
claims was commonly owned at the time any inventions covered therein were made absent any 
evidence to the contrary. Applicant is advised of the obligation under 37 CFR 1 .56 to point out 
the inventor and invention dates of each claim that was not commonly owned at the time a later 
invention was made in order for the examiner to consider the applicability of 35 U.S.C. 103(c) 
and potential 35 U.S.C. 102(e), (f) or (g) prior art under 35 U.S.C. 103(a). 
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Claims 1-4, 7, and 9-1 1 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Schlitt, III et al (US 4,152,142) in view of CA 2,363,969. 

Schlitt, III et al teaches recovering copper as shown in Figure 1 below. 
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Regarding Claim 2, the slag is crushed or granulated. Regarding Claims 3 and 4, either sulfuric 
acid or ammonia is used for leaching (from US 3,224,873, which is incorporated by reference). 
Regarding Claim 9, copper is recovered from aqueous solutions using liquid-liquid ion exchange 
followed by electrolysis (from US '873). Regarding Claim 10, the precipitated copper is 
returned to the smelter. However, Schlitt, III et al does not specifically teach a suspension or 
flash fiimace as in Claims 1 and 1 1 or using hydroxide precipitation as in Claim 7. 
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Regarding Claims 1 and 1 1, CA '969 teaches recovering metal from smelter slag. It 
would have been obvious to one of ordinary skill in the art at the time the invention was made 
that he smelting furnace in Schlitt, III et al would be a flash furnace, since CA '969 teaches 
oxygen flash smelting of copper concentrates results in low energy consumption, strong valuable 
SO2 gas production, and high productivity (page 6, lines 2-14). 

Regarding Claim 7, CA '969 teaches recovering copper values from solutions with 
magnesia or soda ash to precipitate copper as intermediate hydroxide or carbonate products 
(page 19, line 22 to page 20, line 2). CA '969 compliments the teachings of Schlitt, III et al by 
teaching that these precipitation agents are recognized by those of ordinary skill in the art for 
precipitating copper from leach solutions. See CA '969 page 19, lines 20 and 21. 

Claim 5 is rejected under 35 U.S.C. 103(a) as being unpatentable over Schlitt, III et al in 
view of CA '969 as applied to Claim 1 above, and further in view of Booth (US 3,928,551). 

Schlitt, III et al in view of CA '969 disclose the invention substantially as claimed. 
However, Schlitt, III et al in view of CA '969 do not disclose leaching in a chloridic solution as 
claimed. Booth teaches leaching ores, concentrates, roasted and calcined products, metallurgical 
slags and mattes and residues that contain U, Co, rare metals, Cu, Ni, Zn, Mn and others (column 
10, lines 21-26). Booth compliments the teaching of Schlitt, III et al in view of CA *969 by 
teaching that various types of acids such as sulfuric acid and hydrochloric acid are used these 
types of leaching operations (lines 33-36). Furthermore, Schlitt, III et al in view of CA '969 and 
Booth identify that a variety of acidic solutions are known in the art and are suitable equivalents 
in the leaching of copper from metallurgical copper-containing slag. 
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Claim 6 is rejected under 35 U.S.C. 103(a) .as being unpatentable over Schlitt, III et al in 
view of CA *969 as applied to claim 1 above, and further in view of Rosar et al (US 4,034,063). 

Schlitt, III et al in view of CA '969 disclose the invention substantially as claimed. 
However, Schlitt, III et al in view of CA '969 do not disclose leaching in a bacteria solution as in 
Claim 6. Rosar et al teaches leaching copper-containing concentrates with, sulfuric acid (column 
2, lines 32-65). It would have been obvious to one of ordinary skill in the art at the time the 
invention was made to use bacteria in the leach solution as taught by Rosar et al, since the 
presence of chemosynthetic autotrophic bacteria in the leach solutions or within the dumps 
promotes and accelerates oxidation of iron pyrite to ferric sulfate and sulfuric acid and the 
oxidation of copper sulfides to copper sulfate. Oxidation rates are known to be accelerated by as 
much as 2000 to 1 for both pyrites and copper sulfides (column 3, lines 12-20). 

Claim 8 is rejected under 35 U.S.C. 103(a) as being unpatentable over Schlitt, III et al in 
view of CA '969 as applied to Claim 1 above, and further in view of Gabb et al (US 5,616,168). 

Schlitt, III et al in view of CA '969 disclose the invention substantially as claimed. 
However, Schlitt, III et al in view of CA '969 do not disclose sulfide precipitation as claimed. 
Gabb et al teaches hydrometallurgically processing impurity streams generated during the 
pyrometallurgy of copper. Gabb et al complements the teachings of Schlitt, III et al in view of 
CA '969 by teaching that hydroxides and sulfides are used to precipitate copper in leach 
solutions (Gabb et al, column 4, lines 18-23). Furthermore, both Schlitt, III et al in view of CA 
'969 and Gabb et al identify that a variety of precipitation agents are known in the art and are 
suitable equivalents for precipitating copper from acidic leach solutions. 
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Double Patenting 

The nonstatutory double patenting rejection is based on a judicially created doctrine 
grounded in public policy (a policy reflected in the statute) so as to prevent the unjustified or 
improper timewise extension of the "right to exclude" granted by a patent and to prevent possible 
harassment by multiple assignees. A nonstatutory obviousness-type double patenting rejection 
is appropriate where the conflicting claims are not identical, but at least one examined 
application claim is not patentably distinct from the reference claim(s) because the examined 
application claim is either anticipated by, or would have been obvious over, the reference 
claim(s). See, e.g., In re Berg, 140 F.3d 1428, 46 USPQ2d 1226 (Fed. Cir. 1998); In re 
Goodman, 1 1 F.3d 1046, 29 USPQ2d 2010 (Fed. Cir. 1993); In re LongU 759 F.2d 887, 225 
USPQ 645 (Fed. Cir. 1985); In re Van Ornum, 686 F.2d 937, 214 USPQ 761 (CCPA 1982); In re 
VogeU 422 F.2d 438, 164 USPQ 619 (CCPA 1970); and In re Thorington, 418 F.2d 528, 163 
USPQ 644 (CCPA 1969). 

A timely filed terminal disclaimer in compliance with 37 CFR 1.321(c) or 1.321(d) may 
be used to overcome an actual or provisional rejection based on a nonstatutory double patenting 
ground provided the conflicting application or patent either is shown to be commonly owned 
with this application, or claims an invention made as a result of activities undertaken within the 
scope of a joint research agreement. 

. Effective January 1, 1994, a registered attorney or agent of record may sign a terminal 
disclaimer. A terminal disclaimer signed by the assignee must fiiUy comply with 37 CFR 
3.73(b). 

Claims 1-3, 5, 10 and 1 1 are directed to an invention not patentably distinct from claims 

1, 3, and 6-1 1 of commonly assigned 10/513,164. Specifically, 10/513,164 claims refining 

I 

precious metal (in which the presently claimed copper is included) in a suspension furnace, 
treating the slag produced by the fiimace to produce matte and slag, and hydrometallurgically 
processing the matte. The precipitate formed in the hydrometallurgical treatment is fed back to 
the smelting furnace. This is not patentably distinct from the presently claimed invention of 
recovering copper, since the copper is a precious metal, or leaching at least part of the slag. 

Claims 1-3, 5, 10, and 1 1 are provisionally rejected on the ground of nonstatutory 
obviousness-type double patenting as being unpatentable over claims 1,3, and 6-1 1 of copending 
Application No. 10/513,164. Although the conflicting claims are not identical, they are not 
patentably distinct from each other because the copper is a precious metal and at least part of the 
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slag is treated with hydrometallurgy. It would have been obvious to one of ordinary skill in the 
art at the time the invention was made that the refining process of ' 164 would be applicable to 
the claimed copper with expected success, since the process of ' 164 is operable for any precious 
metal. 

This is a provisional obviousness-type double patenting rejection because the conflicting 
claims have not in fact been patented. 

Conclusion 

The prior art made of record and not relied upon is considered pertinent to applicant's 
disclosure. DE 2348005 teaches leaching slag with aqueous NH4CO3 (abstract). Mackiw et al 
(US 2,693,405) teaches separating copper values fi*om an ammoniacal solution. Anderson et al 
(US 4,552,632) teaches extracting copper content in sulfide-containing materials with iron (III) 
chloride and copper (II) chloride (abstract). Sukla et al in BioMetals teaches leaching copper 
converter slag with Aspergillus niger culture with hydrochloric acid (abstract, page 169). Klein 
et al (US 3,632,308) teaches recovering metal values fi-om slag by grinding and agitating with 
sulfuric acid. 

Any inquiry concerning this communication or earlier communications firom the 
examiner should be directed to Tima M. McGuthry-Banks whose telephone number is (571) 272- 
2744. The examiner can normally be reached on M-F 7:00 am - 3:30 pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Roy King can be reached on (571) 272-1244. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would 
like assistance from a USPTO Customer Service Representative or access to the automated 
information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 





1 1 October 2007 



